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Application Papers 
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DETAILED ACTION 
Oath/Declaration 

1 . The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1 .67(a) identifying this application by application number and filing date is 
required. See MPEP §§ 602.01 and 602.02. The oath or declaration is defective 
because the application number listed is not 10/8291 19. Merely correcting the 
application number would invalidate the signatures, therefore a new oath is required. 

Specification 

2. The specification is objected to due to the following faults. 

The Manual of Patent Examining Procedure states in 608.01(f) under Brief 
Description of Drawings that "The examiner should see to it that the figures are correctly 
described in the brief description of the drawing ..." This is based on 37 CFR 1 .74: 

"When there are drawings, there shall be a brief description of the several views 
of the drawings and the detailed description of the invention shall refer to the 
different views by specifying the numbers of the figures and to the different parts 
by use of reference letters or numerals (preferably the latter)." 

The Brief Description of Drawings is objected to due to the description that lumps 
sixteen pages of drawings together under "FIGS. 17-25b." The MPEP instructs that 
each figure with a number should have a separate brief description, and in the case of a 
Fig 1 A, 1 B and 1C, either a brief description of either Fig 1 or three descriptions of its 
parts would be proper. 
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The examiner also objects to the phrase (page 12, line 24) "receive respond". 
The meaning of the sentence is unclear. 

Drawings 

3. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they Include the following reference character(s) not mentioned in the 
description: items 300 and 302 on Figure 3; item 420 on Figure 4; and item 1004 on 
Figure 10. Also note that page 34 line 8 refers to item 2264 which is not on Fig 22c as 
the narrative suggests. Further, on page 37, line 15 and16, the phrase "see 10 under 
BOT in CUST 3004 row" this is not an appropriate way to reference the figure. Please 
add an item number and use the number when referencing parts of the drawing, as 
done with the other references. And lastly the examiner questions (on Figure 2) why the 
telephone network (226) is shown outside the market boundary (102). 

Corrected drawing sheets in compliance with 37 CFR 1.121(d), or amendment 
to the specification to add the reference character(s) in the description in compliance 
with 37 CFR 1 .121(b) are required in reply to the Office action to avoid abandonment of 
the application. Any amended replacement drawing sheet should include all of the 
figures appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the 
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applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Information Disclosure Statement 

4. The following documents have no relevance to the application or the art of 
electronic trading systems: 

(IDS 5/24/06) Sanchez, Rene, "One-Sex-Only Clubs Come Under Attack 
Nationwide; D.C. Antibias Law Similar to Many Others", The Washington Post, October 
13.1987. 

(IDS 2/14/05) Munnell, Alicia H., et a L, Mortgage Lending in Boston: Interpreting 
HMDA Data, The American Economic Review, Vol. 86, No. 1 (Mar, 1996), pp. 25-53. 
This is about a survey on discrimination in lending. 

Claim Rejections " 35 use § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 38-41 are rejected under 35 U.S.C. 101 because the claimed invention 
does not specify a useful, tangible and concrete result. 

Under the Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility, an eligible invention either "physically transforms an article or 
physical object to a different state or thing, or ... produces a useful, concrete and 
tangible result." If a claim is not directed to an article or physical object, then a relevant 
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test for eligibility is whether the claimed invention as a whole is limited to a useful, 
concrete and tangible result. 

The MPEP 2106 IV C (2) gives the following guidance to judge whether a result 
is useful, tangible and concrete: 

• Useful - must be specific, substantial and credible and specifically recited in the 
claim. If the claim is broad enough to not require a practical application, it must 
be rejected. 

• Tangible - must have a "real-world" result, not abstract. 

• Concrete - must have a result that is substantially repeatable or the process 
must substantially produce the same result again. 

As to claim 38, Receiving and presenting an uncancelled bid or offer can be an 
abstract activity with no physical artifacts. No real world result is cited in the claim, thus 
it is not tangible. Further, the use of such a method, specif icially a trading method that 
does not accomplish a trade, is not recited in the claim. 

As to claim 39, the phrase "for trading an Item" denotes intent, but not a method 
step that accomplishes a trade. Therefore the claim still lacks a useful, tangible result. 

Claims 40 and 41 fail to add a real-world result to the parent claim, thus it still 
lacks a useful, tangible result. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
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art to which it pertains, or with which It is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his Invention. 

8. Claims 38-44 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

The phrase "preventing cancellation" is cited in claims 38, 39, 40, 42 and 
inherited in claims 41 . 43 and 44. Preventing cancellation is not something that a 
computing system can generally accomplish. For example, a power outage generally 
defeats any ongoing actions. Legally binding agreements can attempt to make 
cancellation problematic, but it would take undue experimentation for a person of 
ordinary skill in the art of electronic trading systems to enact law or regulation to enforce 
this step of the method, especially at an international level, as in the case of a system 
for trading qurrency. 

The concept of an exclusive trading period, when certain people are not allowed 
to trade, is cited in claims 42 and 44 and inherited in claim 43. There Is a similar 
problem whereby preventing certain traders from trading during certain times is beyond 
ordinary skill in the art of electronic trading systems of 1999, particularly if email and the 
phone system are part of the market. Official notice is taken that several hacks begin 
with resetting the computer's system clock such that a computer acts as though it is in a 
different time period. Preventing activity during a given time period would have taken 
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undue experimentation for a person of ordinary skill in the art of electronic trading 
systems in 1999. 

Claim Rejections - 35 USC §102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 38-44 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Patent number 5168446, issued on Dec 1 , 1992, by James Wiseman, referred to as . 
Wiseman. 

Referring to claim 38, Wiseman teaches an electronic trading system wherein a 
bid or offer is received from a participant (paragraph 15) and the bid or offer is 
presented to another participant (paragraph 43). Wiseman teaches preventing 
cancellation (paragraph 45) during a specified time period (the proposal state). 

Referring to claim 39, Wiseman teaches preventing cancellation through system 
controlled parameters, since the system defines and controls the proposal state. 

Referring to claim 40. Wiseman uses the plural "trades" (claim 9) to teach that 
the process is repeatable for a second bid or offer for a second item. 

Referring to claim 41 , Wiseman teaches (paragraph 2) trades of various 
commodities, which would include currencies. 

Referring to claim 42, Wiseman teaches a distributed workstation computer 
system (Figure 3) for trading an item between passive participant and an aggressor 
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participant, or a trader and counterparty. Wiseman teaches providing and distributing 
bids, and preventing cancellation for a specified period of time. Wiseman teaches 
receiving a hit or lift as receiving acceptance (Figure 5). Wiseman also teaches 
executing the trade transaction (Figure 5). Wiseman teaches (paragraph 10) excluding 
participants through profiles of approved trade partners, thus excluding unapproved 
trade partners. Wiseman also teaches a negotiation phase between the trader and the 
counterparty that is a private transaction, which serves as a period of exclusivity when 
additional volume may be added to the trade. 

Referring to claim 43, Wiseman teaches a period of exclusivity with the first 
participant to have entered a bid or offer that was hit or lifted. 

Referring to claim 44, in addition features taught as above, the claim recites a 
trade command to hit or lift the bid or offer. Wiseman (Figure 5) teaches sending a 
proposal followed by an acceptance and a confirmation which would function as a trade 
command. 

Conclusion 

1 1 . Any inquiry conceming this communication or earlier communications from 
the examiner should be directed to Ann Loftus whose telephone number is 571-272- 
7342. The examiner can normally be reached on M-F 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomiation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



